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Claim Objections 

Claim 26 is objected to because of the following informalities: misspelling. Claim 
26 states, "A method as in claim 1 , wherein said prices are determined based on at 
least one of current market prices, knowledge of said products and a at least me 
financial model of said products." Examiner assumes that applicant meant to type "at 
least one financial model of said products." Appropriate correction is required. 

Claims 29 and 30 are objected to under 37 CFR . 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. 

A proper dependent claim shall not conceivably be infringed by anything which 
would not also infringe the basic claim. See MPEP § 608.01(n), Section III. However, 
the depending Claims 29 and 30 recite "A computer for performing the method of Claim 
1" and "A computer-readable medium having software for performing the method of 
Claim 1," respectively. Applying the infringement test, what is needed to infringe Claim 
29 for example, a computer for performing the method of Claim 1 . However, such a 
computer would not infringe the method steps of Claim 1 since the computer itself never 
performs any of the active steps required by the method. In other words, mere 
possession of such a computer would infringe Claim 29 but this is not enough to infringe 
Claim 1. As a result, Claims 29 and 30 are improper dependent claims. 



Claim Rejections - 35 USC § 101 
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Claims 1 - 10, 12 - 14 and 16 - 28 are rejected under 35 U.S.C. 101 because 
the claimed invention is directed to non-statutory subject matter. 
The basis of this rejection is set forth in a two-prong test of: 

(1 ) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract that do not apply, involve, use, or advance 
the technological arts fail to promote the "progress of science and the useful arts" and 
therefore are found to be non-statutory subject matter. For a process claim to pass 
muster, the recited process must somehow apply, involve, use, or advance the 
technological arts. 

In the present case, Claims 1 - 10, 12 - 14 and 16 - 28 only recite an abstract 
idea. Claims 1 - 10, 12 - 14 and 16-28 are do not apply, involve, use, or advance the 
technological arts since all of the recited steps can be performed in the mind of the user 
or by use a pencil and paper. 

Additionally, for a claimed invention to be statutory, the claimed invention must 
produce a useful, concrete, and tangible result. In the present case, the claimed 
invention matches barter items between participants (ie. repeatable) to satisfy 
participants' barter parameters (ie. useful and tangible). 

Although the recited process produces a useful, concrete, and tangible result, 
since the claimed invention, as a whole, is not within the technological arts as explained 
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above, Claims 1 - 10, 12 - 14 and 16 - 28 are deemed to be directed to non-statutory 
subject matter. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1 - 15, 18, 26 - 31 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Himmelstein (Patent Pub. US 2002/0038278 A1). 

Regarding Claim 1, Himmelstein discloses a method for matching orders 
comprising: 

■ the steps of receiving a plurality of orders from a plurality of participants 
(plurality of participants) to buy and/or sell a plurality of products, each 
order being a unilateral order from one of said participants identifying a 
number of units of said products to buy or sell (see abstract). While 
Himmelstein does not explicitly state that each order is a unilateral order, 
Himmelstein satisfies the definition of a unilateral order as defined by 
applicant - "unilateral orders lacks any designation as to what units need 
to be exchanged for other units". "Where the system or a designated 
entity acts as an intermediary, a barterer can create a barter order that 
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does not require a security at the same time it barters away its own 
security." (see page 11, paragraph 0119); 

■ setting swap prices (barter value) for said products (see abstract); and 

■ matching units of said orders based on constrained net activity for said 
participants and said products to maximize a number of units matched to 
obtain matched orders and unmatched orders, said independent of said 
swap prices. ("The matching process functionally operates as a filter to 
display posted orders matching a selected criteria... The quantity of the 
selected item may also be used for filtering to require a direct quantity 
match or a match within a quantity range.") (see page 4, paragraph 0039). 

Regarding Claim 2, Himmelstein discloses a matching system based on 
constrained net activity for said participants comprises matching units of orders such 
that a number of units to buy for a participant equals a number of units to sell for said 
participant. ("The matching process functionally operates as a filter to display posted 
orders matching a selected criteria... The quantity of the selected item may also be used 
for filtering to require a direct quantity match or a match within a quantity range.") (see 
page 4, paragraph 0039). 

Regarding Claim 3, Himmelstein discloses a method wherein said number of 
units to buy and said number of units to sell are weighted with non-unitary weightings 
(barter value). ("The purpose is to simplify the barter values to be essentially equal to a 
common value or multiple common values in the system to facilitate more barter 
transactions.") (see page 13, paragraph 0139). 
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Regarding Claim 4, Himmelstein discloses a method wherein said non-unitary 
weightings are based on said swap prices (barter value), (see abstract). 

Regarding Claim 5, Himmelstein discloses a method wherein said matching 
based on constrained net activity for said products comprises matching units of orders 
such that a number of units to buy for a product equals a total number of units to sell for 
said product. ("The matching process functionally operates as a filter to display posted 
orders matching a selected criteria... The quantity of the selected item may also be used 
for filtering to require a direct quantity match or a match within a quantity range.") (see 
page 4, paragraph 0039). 

Regarding Claim 6, Himmelstein discloses a method wherein said matching 
comprises matching units of orders such that a number of units to buy and sell is 
maximized. ("The matching process functionally operates as a filter to display posted 
orders matching a selected criteria... The quantity of the selected item may also be used 
for filtering to require a direct quantity match or a match within a quantity range.") (see 
page 4, paragraph 0039). 

Regarding Claim 7, Himmelstein discloses a method wherein said number of 
units to buy and to sell is weighted with non-unitary weightings (barter value). ("The 
purpose is to simplify the barter values to be essentially equal to a common value or 
multiple common values in the system to facilitate more barter transactions.") (see page 
13, paragraph 039). 

Regarding Claim 8, Himmelstein discloses a method wherein said non-unitary 
weightings are based on said swap prices (barter value). 
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Regarding Claim 9, Himmelstein discloses a method wherein said unilateral 
order (barter order) is irrespective of a price to buy or sell. While Himmelstein does not 
explicitly state that the unilateral order is irrespective of price, Himmelstein does state 
that "...a barter order that includes the item to be traded, the item desired and additional 
parameters." (see page 3, paragraph 0030). Furthermore, Himmelstein states, "Other 
criteria such as market value and the other parameters identified in figs. 9A and 9B for 
each barter item may be displayed and used for matching. For example, where barter 
value is required to be matched..." (see page 4, paragraph 0042). Himmelstein's 
statements indicate that unilateral orders could be established according to other 
additional parameters, irrespective of price. 

Regarding Claim 10, Himmelstein discloses a method wherein at least one 
participant submits a plurality of unilateral orders (first class of items to be bartered and 
a second class of items to be acquired), (see abstract). 

Regarding Claim 1 1 , Himmelstein discloses a method wherein said unilateral 
orders are received electronically via a network (Internet), (see figure 1). 

Regarding Claim 12, Himmelstein discloses a method further comprising the step 
of determining valuation differences for each participant based on said matched orders 
and said swap prices (barter value). While Himmelstein does not explicitly state the 
determination of valuation differences, such determination is inherent in Himmelstein's 
statement that, "Using web barter dollars or cash simplifies the matching of barter 
orders where items of unequal value are traded." (see page 2, paragraph 0023). 
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Regarding Claim 13, Himmelstein discloses a method wherein said matching 
comprises minimizing said valuation differences. While Himmelstein does not explicitly 
state the minimizing of valuation differences, such minimization is inherent in 
Himmelstein's statement that, "The matching process functionally operates as a filter to 
display posted orders matching a selected criteria." (see page 4, paragraph 0039). 
Himmelstein had previously established that the selected criteria included "market value 
of the items to be bartered and the value determined by the barterer." (see page 1, 
paragraph 0008). 

Regarding Claim 14, Himmelstein discloses a method further comprising of 
notifying each participant having at least one matched order of said matched order 
(display matchers), (see figure 4D). 

Regarding Claim 15, Himmelstein discloses a method wherein each participant is 
notified electronically via a network (Internet), (see figure 1). 

Regarding Claim 18, Himmelstein discloses a method wherein said occurs after 
each order is received, (see figure 4D, 448). 

Regarding Claim 26, Himmelstein discloses a method wherein said prices are 
determined based on at least one of current market prices (available stock trading 
prices - see page 7, paragraph 0073), knowledge of said products (barter value - see 
abstract), and at least one financial model of said products ("Several ratio formulas, 
termed Himmelstein Value Ratios, are provided to assist the barterer." - see page 7, 
paragraph 0074). 
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Regarding Claim 27, Himmelstein discloses a method further comprising a set of 
swapping said matched orders and money to obtain swapped orders and swapped 
money, (see fig. 7C). 

Regarding Claim 28, Himmelstein discloses a method wherein said products 
comprise at least one of commodities, securities, financial contracts, money, and any 
combination thereof, (see page 1, paragraph 0007). 

Regarding Claim 29, a computer for performing the method and is inherent in 
Himmelstein. 

Regarding Claim 30, a computer-readable medium having software for 
performing the method and is inherent in Himmelstein. 

Regarding Claim 31, Himmelstein discloses a system for matching orders 
comprising: 

■ means for receiving a plurality of orders from a plurality of participants 
(plurality of parties) to buy and/or sell a plurality of products, each order 
being a unilateral order from one of said participants identifying a number 
of units of said products to buy or sell (see abstract). While Himmelstein 
does not explicitly state that each order is a unilateral order, Himmelstein 
satisfies the definition of a unilateral order as defined by applicant - 
"unilateral orders lacks any designation as to what units need to be 
exchanged for other units". "Where the system or a designated entity acts 
as an intermediary, a barterer can create a barter order that does not 
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require a security at the same time it barters away its own security." (see 
page 11, paragraph 0119); 

■ means for setting swap prices (barter value) for said products (see 
abstract); and 

■ means for matching units of said orders based on constrained net activity 
for said participants and said products to maximize a number of units 
matched to obtain matched orders and unmatched orders, said 
independent of said swap prices. ("The matching process functionally 
operates as a filter to display posted orders matching a selected 
criteria.. .The quantity of the selected item may also be used for filtering to 
require a direct quantity match or a match within a quantity range.") (see 
page 4, paragraph 0039). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 16 - 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Himmelstein in view of Nymeyer (US Patent 3,581 ,072). 

Regarding Claim 16, Himmelstein does not teach a method wherein said 
matching occurs after expiration of a period for receiving orders. 

Nymeyer discloses a method wherein said matching (traded) after expiration of a 
period for receiving orders (order period), (see col. 12, lines 67 - 77). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Himmelstein by incorporating a period in which to 
receive orders, as was done by Nymeyer, to allow for a closed set of orders to be 
matched, allowing for optimal matching between orders. 

Regarding Claim 17, Himmelstein discloses a method wherein orders include 
unmatched orders (residual amounts) from said period, (see page 9, paragraph 104). 

Himmelstein does not teach a method, further comprising a next period for 
receiving orders, said next period occurring after said matching. 

Nymeyer discloses a method, further comprising a next period (new order period) 
for receiving orders, said next period occurring after said matching, (see col. 12, lines 
67-77). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Himmelstein's ability to match unmatched orders 
with the Nymeyer' s structure of numerous periods to allow for repeated attempts to 
match unmatched orders. 
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Claims 19 - 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Himmelstein in view of Katz (Patent Pub. US 2002/0178077 A1). 

Regarding Claim 19, Himmselstein discloses a method for matching orders. 

Himmelstein does not teach a method wherein the matching uses linear 
programming. 

Katz discloses a method wherein the matching (optimization) uses linear 
programming, (see page 8, paragraph 082). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have constructed Himmelstein's method for matching orders with 
linear programming, as was done in Katz, to allow for the optimal match to be located 
from the user-defined constraints, an objective function bound by maximum and 
minimum variables. 

Regarding Claim 20, Himmselstein discloses a method for matching orders. 

Himmelstein does not teach a method wherein the matching uses quadratic or 
higher-order programming. 

Katz discloses a method wherein the matching (optimization) uses quadratic 
programming, (see page 8, paragraph 082). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have constructed Himmelstein's method for matching orders with 
quadratic programming, as was done in Katz, to allow for the optimal match to be 
located with the minimum variance between matched orders. 
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Claims 21 - 22 and 32 are rejected under 35 U.S. C. 103(a) as being 
unpatentable over Himmelstein in view of Keith (Patent Pub. US 2001/0042040 A1). 

Regarding Claim 21 , Himmelstein does not teach a method further comprising a 
step of determining a priority for each order. 

Keith discloses a method further comprising a step of determining a priority for 
each order, (see page 3, paragraph 0052 and page 14, paragraph 0238). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Himmelstein to incorporate the ability to prioritize 
orders, as was done in Keith, to prove another methodology by which to match orders. 

Regarding Claim 22, Himmelstein does not teach a method wherein said 
matching further comprises matching of units of said orders based on priorities of said 
orders. 

Keith discloses a method (BidPlus) wherein said matching (pairing) further 
comprises matching of units of said orders based on priorities of said orders, ("...by 
giving such party superior priority in pairing with the best contra side order.") (see page 
14, paragraph 0238). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Himmelstein to incorporate the ability to match 
orders based upon priority, as was done in Keith, to prove another methodology by 
which to match orders. 
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Regarding Claim 32, Himmelstein does not teach a method wherein said 
matching further comprises matching of units of said orders based on priorities of said 
orders. 

Keith discloses a method (BidPlus) wherein said matching (pairing) further 
comprises matching of units of said orders based on priorities of said orders, ("...by 
giving such party superior priority in pairing with the best contra side order.") (see page 
14, paragraph 0238). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Himmelstein to incorporate the ability to match 
orders based upon priority, as was done in Keith, to prove another methodology by 
which to match orders. 

Claims 23 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Himmelstein in view of Keith, as applied to Claim 22 above, and further in view of 
Katz (Patent Pub. US 2002/01 78077 A1 ). 

Regarding Claim 23, Himmelstein and Keith disclose a method of matching 

orders. 

Neither Himmelstein nor Keith teach a method wherein said matching uses 
quadratic or higher-order programming. 

Katz discloses a method wherein the matching (optimization) uses quadratic 
programming, (see page 8, paragraph 082). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have constructed Himmelstein and Keith's method for matching 
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orders with quadratic programming, as was done in Katz, to allow for the optimal match 
to be located with the minimum variance between the matched orders. 

Regarding Claim 24, Himmelstein does not teach a method wherein said 
matching used iterative linear programming to match orders having higher priority over 
orders having lower priority. 

Keith discloses a method (BidPlus) wherein said matching (pairing) match orders 
having higher priority over orders having lower priority, ("...by giving such party superior 
priority in pairing with the best contra side order.") (see page 14, paragraph 0238). 

Keith does not teach constructing said matching in iterative linear programming. 

Katz discloses a method wherein the matching (optimization) uses linear 
programming, (see page 8, paragraph 082). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have constructed Himmelstein and Keith's method for matching 
orders with linear programming, as was done in Katz, to allow for the optimal match to 
be located from the user-defined constraints, an objective function bound by maximum 
and minimum variables. 

Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Himmelstein in view of Keith and Katz, as applied to Claim 24 above, and further in view 
of Lange (US 2003/0236738 A1). 

Himmelstein and Keith disclose a method of matching. 

Neither Himmelstein nor Keith disclose a method wherein said matching uses 
heuristics to hot start or cold start iterations of said iterative linear programming. 
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Katz discloses a method wherein the matching (optimization) uses linear 
programming, (see page 8, paragraph 082). 

Katz does not teach using heuristics to hot start or cold start iterations. 

Lange discloses a method wherein said matching (calculating equilibrium) uses 
heuristics to hot start or cold start iterations. "This equilibrium is calculated using the last 
equilibrium prices and fills as the initial starting point. This is referred to as "hot starting" 
the equilibrium calculation, which is significantly faster than resetting all the order fills to 
0 and recalculating the equilibrium each time new orders are processed (cold start)." 
(see page 174, paragraph 2571). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have constructed Himmelstein and Keith's method for matching 
orders with linear programming, as was done in Katz, to allow for the optimal match to 
be located from the user-defined constraints, an objective function bound by maximum 
and minimum variables. Furthermore, it would have been obvious to allow for hot start 
or cold start iterations, as was done in Lange, to increase the speed at which matching 
takes place. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason M. Borlinghaus whose telephone number is (703) 
308-9552. The examiner can normally be reached on 8:30am-5:00pm M-F. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung Sough can be reached on (703) 308-0505. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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